^'^/"^ ^ UnI TED STA'l'h:S R\T^^r AND Tl<AJJt-:NL\l<K Oh KlCfc: 



UNrri:i) s'rA'i'i:s i)i-;i\\it rMi:N'i' ov coMMiMtt i: 

UiJitMd .Sl;jlt->. PultMil uiiJ rri»dt:iniirk < MTu 

W..-t,ii.Ut. i; 1> L"'^ ;l 



Ai'in^lt A [ ION NO 


MMNd [)A n 


1 [KS 1 NAMl.I) IN\ [ N lOK 


A I TOKNI A- 


ixK;Ki-: r no 


(. ONMKMA 1 i( )\ N( > 








01 31 2000 


KOJ! NAKA [ A 


1776 


-4054 






7S9() 


06 25 :oo: 











r3ARRYL H STEENSMA 
MORCiAN & FINNEGAN 
345 PARK AVENUE 
NIAVYORK, NY 10154 



KXAMINl.K 



C HEN, VIVIAN 



AR r UNIT 



PAP[-:R NIMH! k 



1773 

DATE MAILIiD: 06/25/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO^MOC (Rev 07-(M I 



Office Action Summary 



Application No. 

09/485,002 



Examiner 

Vivian Chen 



Applicant(s) 

NAKATA ET AL. 



Art Unit 

1773 



Ts~EO STATUTORV PE.OO POR REPLY ,S SET TO EXP.RE _3 MONTH(S) PROM 

. NO period for reply Is specified above the to become ABANDONED (35 U5.C. § 133). 

' earned patent term adjustment. See 37 CFR 1 , 704(b). 

Status 

1)12 Responsive to communication(s) filed on 24 May 2002 . 
2a^n This action is FINAL. 2b)S This action is non-fmal. 

Disposition of Claims 

4) 12 Ciaim(s) 30-35 is/are pending in the application. 

4a) Of the above ciaim(s) is/are withdrawn from consideration. 

5) 0 Ciaim(s) is/are allowed. 

6) 12 Clainn(s) 30-35 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) ft.ed on _ is/are. a)D accepted o. objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1^85(a). 

IDD The proposed drawing correction filed on is: ajD approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 1 1 9 and 1 20 ^ , , , , ,^ 

13) 0 Acknowledgment is made of a claim forforeign priority under 35 U.S.C, § 119(a)-(d) or (f). 

a)l3Ail b)n Some*c)n None of: 

1 □ Certified copies of the priority documents have been received. 

2 n certified copies of the priority documents have been received in Application No. . 

3:^ copies Of the certified copies of the priority documents have^^^^^ received in this National Stage 
anniication from the international Bureau (PCT Rule 17.2^3)) 
* see the attache dSailed Office action for a list of the certified cop.es not rece.ved . 

14) 0 rcKnlledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional applicat.on). 

a) □ The translation of the foreign language provisional ^PPj^^^j^" Jj^'^^^^ ,21 

1 5) D Aclnowledgment is made of a claim for domestic pnonty under 35 U.S.C. §§ 120 and/or . 
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DETAILED ACTION 

1 Claims 1-29, 35-37 have been cancelled by Applicant. 

Continued Examination Under 37 CFR 1,114 

2 The request for a continued prosecution application (CPA) under 37 CFR 1 .53(d) filed on 
5/24/2002 is acknowledged. 37 CFR 1.53(d)(1) was amended to provide that the prior 
application of a CPA must be: (1) a utility or plant application that was filed under 35 U.S.C. 

1 1 1(a) before May 29, 2000, (2) a design application, or (3) the national stage of an international 
application that was filed under 35 U.S.C. 363 before May 29, 2000. See Changes to 
Application Examination and Provisional Application Practice, interim rule, 65 Ped Reg, 
14865, 14872 (Mar. 20, 2000), 1233 Off. Gaz. PaL Office 47, 52 (Apr. 1 1, 2000). Since a CPA 
of this application is not permitted under 37 CFR 1.53(d)(1), the improper request for a CPA is 
being treated as a request for continued examination of this application under 37 CFR 1.114. See 
id at 14866, 1233 Off Gaz. Pat. Office at 48. 
An action on the RCE follows. 

Claim Rejections -35 (JSC § 112 
3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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4. Claim 34 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 34 recites the limitation "and biodegradable layer (3)". There is insufficient 
antecedent basis for this limitation in the claim. 

In claim 34, the phrase "based on same thickness, respectively" is unclear and confusing. 
Respective to what? The other layers or the laminated film? 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a w hole would have been obvious at the time the invention was made to a person 
having ordinarv' skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 30-33, 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
MATSUDAIRA ET AL (US 6,096,431). 

MATSLiDAIRA ET AL discloses a biodegradable laminate comprising two or more 
layers of different biodegradable polymers. In one instance, the disclosed base material 
comprises two different polylactide polymers (lines 38-45, col. 3) and in another instance, a 
polylactide base material is coated with a modifying biodegradable polymer such as 
polycaprolactone (lines 10-37, col. 4; lines 46-60, col. 5) as recited in claims 30-32, w^herein the 
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laminate is suitable for forming containers or trays (lines 53-62, col. 12). However, the reference 
does not explicitly disclose coextruded films. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to utilize a conventional method of forming multilayer films such as 
coextrusion as indicated in claim 33 to form the muhilayer base material as disclosed in 
MATSUDAIRA ET AL. It is also well known in the art to use biodegradable articles, such as 
the containers or trays as disclosed in MATSUDAIRA ET AL, in agricultural or gardening 
applications as indicated in claim 35. 



examiner should be directed to Vivian Chen whose telephone number is (703) 305-3551. The 
examiner can normally be reached on Monday from 8:30 AM to 6 PM. The examiner can also 
be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Paul Thibodeau, can be reached on (703) 308-2367. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-93 10 (for non-after 
finals) and (703) 872-931 1 (for after-finals). 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 



Conclusion 



7. 



Any inquiry concerning this communication or earlier communications from the 
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